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άtǊƻǇŜǊǘȅΣ ƛƴǘŀƴƎƛōƭŜέ ƻƴ
ownership and licensing of
Intellectual property
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What It Is
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There is no such thing as 
άƛƴǘŜƭƭŜŎǘǳŀƭ ǇǊƻǇŜǊǘȅέ

p. IV-E-1



Copyright
άƛƴŎƭǳŘƛƴƎέΥ
(1) literary works; (2) musical works; (3) dramatic works; (4) 
pantomimes and choreographic works; (5) pictorial, graphic, and 
sculptural works; (6) motion pictures and other audiovisual works; (7) 
sound recordings; and (8) architectural works

Exists at the moment of fixation - No registration required!
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p. IV-E-2
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p. IV-E-2



Patent
Granted by the 
government as a 
United States Patent
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p. IV-E-6



Trademark
άŀƴȅ word, name, symbol, or device used by a person to 
identify and distinguish his or her goods or services from 
those manufactured or sold by others and to indicate the 
source of the ƎƻƻŘǎέ
No registration required!
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p. IV-E-7



Trademark
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ά¢ƘŜ mark consists of the color 
brown applied to the vehicles 
used in performing the servicesΦέ

ά¢ƘŜ ƳŀǊƪ Ŏƻƴǎƛǎǘǎ ƻŦ ǘƘŜ 
ŎƻƴŦƛƎǳǊŀǘƛƻƴ ƻŦ ŀ ƎƻƭŘŦƛǎƘέ

p. IV-E-7



Trademark

! άǎŜǊǾƛŎŜ ƳŀǊƪέ isa trademark
! άǘǊŀŘŜ ƴŀƳŜέ ƛǎ not a trademark
! άōǳǎƛƴŜǎǎ Ŝƴǘƛǘȅ ƴŀƳŜέ ƛǎ not a trademark
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p. IV-E-7-8



Pamela S. Chestek | Chestek Legal 12

Every company has at least 
one trademark, its 
business name
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Other types (sometimes)
Trade secrets

Domain names

Right of publicity

Pamela S. Chestek | Chestek Legal 14

p. IV-E-9



Who Owns It
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Who cares?

Courts care.
As a rule of thumb, only the owner of the asset can 

bring a suit for infringement, so the first attack in any 
infringement suit is whether the plaintiff has good 

title to the asset
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pp. IV-E-16-19



Recordation
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Meh.
Many transactions are never recorded.

p. IV-E-11



When It Goes Wrong
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Applications filed during bankruptcy
LŦ ƛƴ ǘƘŜ ǿǊƻƴƎ ƴŀƳŜΣ ǘƘŜȅ ŎŀƴΩǘ ŦǳƭŦƛƭƭ ǘƘŜƛǊ ǎǘŀǘǳǘƻǊȅ 
purpose
Fatal for a copyright infringement claim

Fatal for a patent infringement claim

Will deprives a trademark owner of entitlement to some types of 
damages
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p. IV-E-13



Wasting Asset
Trademarks in particular are wasting assets; if not in use 
during the bankruptcy there is a risk of abandonment

Copyrights and patents have clocks ticking
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p. IV-E-14



Transfers
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pp. IV-E-2-10; 
pp. IV-E-19-24

Initial ownership is defined 
by statute

!ŦǘŜǊ ǘƘŀǘΣ ƛǘΩǎ ŀ ǉǳŜǎǘƛƻƴ ƻŦ 
effective assignment
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pp. IV-E-19-24

Which is tricky.

5 pages of written
materials tricky.



Concepts to keep in mind
There may be specific language you want to use
E.g., assignment of a trademark requires the assignment 
ƻŦ ǘƘŜ άƎƻƻŘǿƛƭƭέ ƛƴ ǘƘŜ ƳŀǊƪ ǘƻƻ

There must be a transfer of all rights*
Some rights may not be presently transferable
9ΦƎΦΣ ŀƴ άƛƴǘŜƴǘ ǘƻ ǳǎŜέ ǘǊŀŘŜƳŀǊƪ ŀǇǇƭƛŎŀǘƛƻƴ

Pre-transfer legal claims will not be assigned unless 
the assignment of them is stated in the agreement
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pp. IV-E-19-24
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p. IV-E-23


